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DETAILED ACTION 

Claim Objections 

1 . Claims 4, 1 1 , and 16 are objected to because of the following informalities: 
claims 4 and 1 1 include the phrase "is comprises one or more," which is incorrect in 
context. Appropriate correction is required. 

2. Claim 16 is objected to because of the following informalities: it is the examiner's 
position that it is unclear what is in the first Markush group of claim 16. In one respect 
only the transmission is in the Markush group, which is then an incorrect Markush 
group. In another respect, the transmission, starting clutch, and one or more shifting 
clutches are in the Markush group. However, it is unclear where the Markush ends. 
Appropriate correction is required. 

3. The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 

Misnumbered claims 50 and 51 have been renumbered 49 and 50 respectively. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 LLS.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-4, 6, 8-10, 15-17, 21-24, 26, 28-30, and 35-37 are rejected under 35 
U.S.C. 102(b) as being anticipated by L'Heureux (US 6,300,290 B1). 

L'Heureux discloses a lubricating oil composition comprised of base oil and a 
polyisobutylene viscosity index improver (column 1, lines 28-46). The base oil is further 
disclosed as natural or synthetic oils, or mixtures, such as mineral oils or an ester 
(column 3, lines 1-9, 54-57). The base oil is present in the composition from 20 to 70 
wt%, which clearly overlaps the instantly claimed range of 5 to 20 wt% (column 1, lines 
45-46). 

The polyisobutylene viscosity index improver is disclosed with an average 
molecular weight from 300 to 1500, with 950 being the preferred amount, measured by 
gel permeation chromatography (column 1, lines 54-67). These viscosity index 
improvers are present in the lubricating composition from 3 to 50 wt% (column 1 , lines 
37-40). 

L'Heureux discloses the lubricating composition with a kinematic viscosity of 6.5 
to 14 cSt at 100 degrees Celsius and a Brookfield viscosity of less than 17,000 cP at 
-40 degrees Celsius (column 1, lines 32-36; column 2, lines 63-67). 
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Other additives are included in the lubricating composition including corrosion 
inhibitors, friction modifiers, antifoaming agents, dispersants, and antiwear agents 
(column 4, lines 17-22). These additives are present in the lubricating composition from 
1 to 25 wt% (column 4, lines 12-16). The antifoam additive is further disclosed as a 
silicone based component (column 4, lines 62-63). L'Heureux also discloses a second 
viscosity index improver, which inherently functions as a thickening agent, as 
polymethacrytes. These additives are present in the composition from 0.02 to 0.5wt% 
(column 2, lines 29-40). 

However, L'Heureux does not specifically disclose (i) the friction versus velocity 
curve for the disclosed lubricating oil and (ii) that the lubricating oil is suitable for use in 
a continuously variable transmission or transmission employing the instantly claimed 
torque converters. With respect to (i), since L'Heuteux discloses the same composition 
as is instantly claimed and the addition of a polyisobutylene viscosity index improver, 
the lubricating composition would also inherently display a more positive slope on a 
friction vs. velocity plot with the polyisobutylene. With respect to (ii), since the 
lubricating composition disclosed by L'Heuteux clearly overlaps the instantly claimed 
composition, it would also inherently be suitable for use in a continuously variable 
transmission or transmission employing the instantly claimed torque converters. 

Therefore, L'Heuteux '290 anticipates the cited present claims. 
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6. Claims 1-17, and 21-37 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Balasubramaniam (US 6,444,622 B1) in view of the evidence given by Performance 
Filtration Inc, Mark Barnes, and Science and Engineering Encyclopedia. 

Balasubramaniam discloses a lubricating composition comprised of base oil and 
a polyisobutylene viscosity index improver (column 2, lines 50-53; column 11, lines 20- 
25). The base oil is further disclosed as natural lubricating oils, synthetic lubricating 
oils, and mixtures, including mineral oils, vegetable oils, and ester (column 2, line 65 
through column 3, line 1; column 3, lines 10-13, column 4, lines 54-55). 
Balasubramaniam discloses the base oil with a kinematic viscosity from 2 to 8 cSt at 
100 degrees Celsius (column 3, lines 4-9). 

The polyisobutylene viscosity index improver is disclosed with an average 
molecular weight from 800 to 5000 as measured by gel permeation chromatography 
(column 1 1 , lines 8-38). One example specifically discloses the use of the viscosity 
index improver as 20 wt%, which clearly overlaps the instantly claimed range (column 
16, lines 6-7). Additionally Balasubramaniam teaches the polyisobutylenes as 
hydrogenated to increase their stability (column 11, lines 54-57). 

Other additives are included in the lubricating composition including ashless 
dispersants, friction modifiers, antioxidants, antiwear agents, defoamers, and corrosion 
inhibitors (column 7, lines 10-16). The dispersant is further disclosed as alkenyl 
succinimides, Mannich bases, and alkenyl succinic acid esters (column 6, lines 19-25). 
The friction modifer is further disclosed as an alkoxylated fatty amine or ether amine 
(column 14, lines 8-27). The disclosed antioxidant comprises sterically hindered 
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phenols (column 9, lines 18-33). The antiwear agent is disclosed as a salt of a 
phosphate ester (column 10, lines 32-38). The defoamers comprise silicones and 
polyacrylates (column 8, lines 30-33). These additives are present from 2 to 25 wt% of 
the lubricating composition (column 7, lines 23-25). Additionally, Balasubramaniam 
discloses another viscosity index improver, which inherently functions as a thickening 
agent, as an olefin copolymer or a polymethacrylate (column 1 1 , lines 8-11). 

However, Balasubramaniam does not specifically disclose (i) the friction versus 
velocity curve for the disclosed lubricating oil, (ii) that the lubricating oil is suitable for 
use in a continuously variable transmission or transmission employing the instantly 
claimed torque converters, and the kinematic and Brookfield viscosity of the lubricating 
composition. 

With respect to (i), since Balasubramaniam discloses the same composition as is 
instantly claimed and the addition of a polyisobutylene viscosity index improver, the 
lubricating composition would also inherently display a more positive slope on a friction 
vs. velocity plot with the polyisobutylene. 

With respect to (ii), since the lubricating composition disclosed by 
Balasubramaniam clearly overlaps the instantly claimed composition, it would also 
inherently be suitable for use in a continuously variable transmission or transmission 
employing the instantly claimed torque converters. 

With respect to (iii), Balasubramaniam discloses the lubricating oil composition 
with a velocity classification of ISO 32 according to AGMA 9005-D94 (column 15, lines 
11-14). This velocity classification determines the velocity range for a lubricant and the 



i 
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MSDS Data Sheet for an ISO 32 grade lubricant is disclosed with a viscosity of 5.8 cSt 
at 100 degrees Celsius (Performance Filtration Inc). Therefore, in view of the evidence 
given by the MSDS Data Sheet, the lubricant disclosed by Balasubramaniam would also 
be within the range of 5.8 cSt. Furthermore, the website Practicing Oil Analysis by Mark 
Barnes provides evidence that Brookfield velocity is the same as dynamic velocity (page 
1 , line 7; page 3, lines 9-13). Dynamic velocity and kinematic velocity are related by 
density, as given by the evidence of Science and Engineering Encyclopedia (page 1). 
Therefore, since the lubricant disclosed by Balasubramaniam overlaps the instantly 
claimed kinematic velocity, it would also overlap the instant Brookfield velocity, since 
they are related by density. 

Therefore, Balasubramaniam '622 anticipates the cited present claims. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 38, 39, 41, 42, and 47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over L'Heureux (US 6,300,290 B1) in view of Rossi (US 6,468,948). 

L'Heureux, as discussed in paragraph 5 is incorporated here by reference, 
discloses a lubricating oil composition comprised of base oil and a polyisobutylene 
viscosity index improver. The lubricating oil is added to a fuel in an amount of 5 wt% 
(20 parts by weight of fuel to 1 part by weight of lubricating oil) (column 6, lines 56-60). 

L'Heureux does not specifically disclose the lubricating oil for use as a power 
transmission fluid. 

Rossi discloses that fuel compositions can be utilized as power transmission 
fluids (column 1 , lines 30-43). Therefore, it would have been obvious to also utilize the 
fuel composition disclosed by L'Heureux as a power transmission fluid. 

10. Claims 7 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
L'Heureux (US 6,300,290 B1) in view of Wu (US 4,912,272). 

L'Heureux, as discussed in paragraph 5 is incorporated here by reference, 
discloses a lubricating oil composition comprised of base oil and a polyisobutylene 
viscosity index improver. 

L'Heureux does not disclose the polyisobutylenes as hydrogenated. 

Wu discloses a lubricating composition exhibiting superior lubricant properties 
including a high viscosity index (column 1, lines 5-7). This property is due to the 
addition of hydrogenated polyisobutylene viscosity index improvers in the lubricating 
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composition (claim 1, column 11). Since UHeureux also discloses polyisobutylene 
viscosity index improvers in a lubricating composition, it would have been obvious to 
also hydrogenate the polyisobutylene and therefore improve the lubricating properties of 
the composition. 

1 1 . Claim 40 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
UHeureux (US 6,300,290 B1) in view of Rossi (US 6,468,948) and Wu (US 4,912,272). 

UHeureux and Rossi, as discussed in paragraph 9 are incorporated here by 
reference, disclose a lubricating oil composition comprised of base oil and a 
polyisobutylene viscosity index improver. 

UHeureux does not disclose the polyisobutylenes as hydrogenated. 

Wu discloses a lubricating composition exhibiting superior lubricant properties 
including a high viscosity index (column 1, lines 5-7). This property is due to the 
addition of hydrogenated polyisobutylene viscosity index improvers in the lubricating 
composition (claim 1, column 11). Since UHeureux also discloses polyisobutylene 
viscosity index improvers in a lubricating composition, it would have been obvious to 
also hydrogenate the polyisobutylene and therefore improve the lubricating properties of 
the composition. 

12. Claims 43-47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
UHeureux (US 6,300,290 B1) in view of Rossi (US 6,468,948) and Balasubramaniam 
(US 6,444,622 B1). 
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L'Heureux and Rossi, as discussed in paragraph 9 are incorporated here by 
reference, discloses a lubricating oil composition comprised of base oil, a 
polyisobutylene viscosity index improver, and additives. This lubricant is utilized in 
engines when mixed with fuels (column 6, lines 35-37). The additives disclosed by 
L'Heureux include corrosion inhibitors, friction modifiers, antifoaming agents, 
dispersants, and antiwear agents. 

L'Heureux does not specifically disclose the additives that are instantly claimed. 

Balasubramaniam, as discussed in paragraph 6 is incorporated here by 
reference, also discloses a lubricating oil composition comprised of base oil, a 
polyisobutylene viscosity index improver, and additives. This lubricant is also utilized in 
the automotive industry (column 1, lines 13-15). Balasubramaniam discloses specific 
additives including alkenyl succinimides, Mannich bases, and alkenyl succinic acid ester 
dispersants, alkoxylated fatty amine or ether amine friction modifiers, sterically hindered 
phenol antioxidants, a salt of a phosphate ester antiwear agent, and silicone and 
polyacrylate defoamers. Given that this lubricant, with the disclosed additives, exhibits 
improved performance properties, it would have been obvious for L'Heureux to also 
include these specific additives in the lubricating composition since both inventions 
pertain to the automotive industry. 

13. Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over L'Heureux (US 6,300,290 B1) in view of Sumiejski (US 6,103,673). 
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L'Heureux, as discussed in paragraph 5 is incorporated here by reference, 
discloses a lubricating oil composition comprised of base oil, and a polyisobutylene 
viscosity index improver 

L'Heureux does not specifically disclose the use of the lubricant composition in 
an automatic transmission or constantly variable transmission. 

Sumiejski discloses that it is known in the art for two-cycle lubricants to also be 
utilized in automatic and constantly variable transmissions (column 19, line 56 through 
column 20, line 5). It therefore would have been obvious to utilize the lubricant 
disclosed by L'Heureux in an automatic transmission or an automatic transmission 
comprising a constantly variable transmission. 

14. Claims 48 and 49 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over L'Heureux (US 6,300,290 B1) in view of Rossi (US 6,468,948) and Sumiejski (US 
6,103,673). 

L'Heureux and Rossi, as discussed in paragraph 9 are incorporated here by 
reference, disclose a lubricating oil composition comprised of base oil, and a 
polyisobutylene viscosity index improver. This lubricant is utilized in two-cycle engines 
in an amount of 5 wt% (20 parts by weight of fuel to 1 part by weight of lubricating oil) 
(column 1, lines 1-14; column 6, lines 56-60). 

The combination of L'Heureux and Rossi does not specifically disclose the use of 
the lubricant composition in an automatic transmission or constantly variable 
transmission. 
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Sumiejski discloses that it is known in the art for two-cycle lubricants to also be 
utilized in automatic and constantly variable transmissions (column 19, line 56 through 
column 20, line 5). It therefore would have been obvious to utilize the lubricant 
disclosed by L'Heureux in an automatic transmission or an automatic transmission 
comprising a constantly variable transmission in an amount of 5 wt%. 

15. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
L'Heureux (US 6,300,290 B1) in view of Sumiejski (US 6,103,673) and Landa (US 
2002/0130010 A1). 

L'Heureux and Sumiejski, as discussed in paragraph 14 are incorporated here by 
reference, disclose a lubricating oil composition comprised of base oil, and a 
polyisobutylene viscosity index improver utilized in automatic transmissions. 

The combination of L'Heureux and Sumiejski do not disclose the automatic 
transmission with a carbon fiber friction plate. 

Landa discloses that it is known in the art for automatic transmissions to contain 
friction plates of carbon fiber ([0001], [0017]). Therefore, it would have been obvious for 
the lubricating composition disclosed by L'Heureux to be utilized in automatic 
transmissions with a carbon fiber friction plate. 

16. Claim 50 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
L'Heureux (US 6,300,290 B1) in view of Rossi (US 6,468,948), Sumiejski (US 
6,103,673), and Landa (US 2002/0130010 A1). 
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L'Heureux, Rossi, and Sumiejski, as discussed in paragraph 11 are incorporated 
here by reference, disclose a lubricating oil composition comprised of base oil, and a 
polyisobutylene viscosity index improver utilized in automatic transmissions. 

The combination of L'Heureux, Rossi, and Sumiejski do not disclose the 
automatic transmission with a carbon fiber friction plate. 

Landa discloses that it is known in the art for automatic transmissions to contain 
friction plates of carbon fiber ([0001], [0017]). Therefore, it would have been obvious for 
the lubricating composition disclosed by L'Heureux to be utilized in automatic 
transmissions with a carbon fiber friction plate. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amy T. Lang whose telephone number is 571-272-9057. 
The examiner can normally be reached on M-F 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 1 9. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



08/02/2006 
Amy T. Lang 
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